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DETAILED ACTION 

Examiner's Comments 

1 . For applicant's information, Drawings objection has been withdrawn. 

Applicant's amendments to the specification, which removed the informality, overcome 
the previous objection to the specification. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a) 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 1-8, 10 and 13-14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mendler et al. '394, in view of Tajima et al. (U.S. Patent No. 
5,165,468), hereinafter referred to as Tajima et al. '468. 

Regarding Claim 1 , Mendler et al. '394 disclose a heat exchanger having a plate-type 
design (Fig. 1 and 2: Col 2, lines 26-37, wherein an oil cooler is a heat exchanger having a plate- 
type design), comprising: at least two adjacent heat exchanger plates (2, Fig. 5: Col 2, lines 26- 
37) defining an inter-space (3, 4, Fig. 5: Col 2, lines 26-37) through which a heat exchanger 
medium (Col 2, lines 26-37, wherein a media is a heat exchanger medium): or a second medium: 
to be cooled or to be heated flows: wherein the at least two adjacent heat exchanger plates are 
arranged in a stack (Col 2, lines 26-27), and a base plate ( Fig. 5: Col 2, lines 55-67, wherein a 
reinforcing disk 12 constitutes a base plate), wherein the base plate is provided at one end of the 
stack (as shown in Fig. 5), wherein the base plate is in at least substantially flat, direct (as shown 
in Fig. 3 and 5) contact with an adjacent outermost heat exchanger plate (2, Fig. 5: Col 2, lines 
26-37) of the heat exchanger, except the limitation of wherein the base plate comprises a 
depression with a contour having a shape that is the same shape as an entire outer edge of a 
bottom surface of the adjacent outmost heat exchanger plate. 

Tajima et al. '468 teach: that the oil cooler base plate comprises a depression (see 
annotated Fig. 2: wherein 47d constitutes a depression) with a contour (see annotated Fig. 2: 
wherein 47c constitutes a contour) having a shape (see annotated Fig. 2: wherein 41s constitutes 
a shape) that is the same shape as an entire outer edge of a bottom surface (see annotated Fig. 2: 
wherein 41b constitutes an entire outer edge of a bottom surface) of the adjacent outmost heat 
exchanger plate. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the Mendler et al. '394 base to include a depression 
with a contour having a shape that is the same shape as an entire outer edge of a bottom surface 
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as taught by Tajima et al. '468 in order to housing with a connection surface for bolting the 
cooler to an object (Tajima et al. '468 - Col 2, lines 61-62). 

Regarding Claim 2 , the combination of Mendler et al. '394 and Tajima et al. '468 
disclose and teach the heat exchanger as claimed in claim 1; Mendler et al. '394 disclose wherein 
flanks (Fig. 5: Col 3, lines 1-3, wherein 16 is a flank) of the outermost heat exchanger plate bear, 
at least in a lower region of the flanks, against flanks (14, Fig. 5: Col 3, lines 11-15) of the 
contour of the base plate, wherein the contour formed by the depression is recessed in the based 
plate. 

Regarding Claim 3 , the combination of Mendler ct al. '394 and Tajima et al. '468 
disclose and teach the heat exchanger as claimed in claim 1; Mendler et al. '394 disclose wherein 
one edge of the outermost heat exchanger plate protrudes (2a, Fig. 5: Col 2, lines 26-30) over the 
base plate. 

Regarding Claim 4 , the combination of Mendler et al. '394 and Tajima et al. '468 
disclose and teach the heat exchanger as claimed in claim 1; Tajima et al. '468 further disclose 
the limitation of wherein the depression in the base plate has a thickness (as shown in annotated 
Fig. 2) greater than a material thickness (Fig. 2: Col 2, lines 51-52, wherein a aluminum plate 
constitutes a material thickness) of one of the at least two heat exchanger plates. 

Regarding Claim 5 , the combination of Mendler et al. '394 and Tajima et al. '468 
disclose and teach the heat exchanger as claimed in claim 1; Mendler et al. '394 disclose wherein 
the depression in the base plate has a depth (Fig. 2: wherein depth the base plate is a depth) at 
least as great as a material thickness (see annotated Fig. 5: Col 3, lines 8-10, wherein 2t is a 
material thickness) of one the heat exchanger plates plus half of a clear height (see annotated Fig. 
5: wherein 4h is half of a clear height) between the adjacent outermost heat exchanger plate, 
which bears against the base plate, and a second outermost heat exchanger plate (2, Fig. 5: Col 2, 
lines 26-37). 
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Regarding Claim 6 , the combination of Mendler et al. '394 and Tajima et al. '468 
disclose and teach the heat exchanger as claimed in claim 1; Tajima et al. '468 further disclose 
the limitation of wherein the depression in the base plate is at least as deep as a material 
thickness (as shown in annotated Fig. 2) of one of the at least two heat exchanger plates of the 
heat exchanger plus a clear height (see annotated Fig. 2: wherein 41h constitutes a clear height) 
between the outermost heat exchanger plate, which bears against the base plate, and a second 
outermost (see annotated Fig. 2: wherein 41d constitutes a second outermost) heat exchanger 
plate. 

Regarding Claim 7 , the combination of Mendler et al. '394 and Tajima et al. '468 
disclose and teach the heat exchanger as claimed in claim 1, wherein the contour in the base plate 
is produced by embossing, casting or machining, the applicant should note that this statement is 
considered a product-by-process limitation. In product-by-process claims, "once a product 
appearing to be substantially identical is found and a 35 U.S.C. 102/103 rejection is made, the 
burden shifts to the applicant to show an unobvious difference." MPEP 2113. This rejection 
under 35 U.S.C. 102/103 is proper because the "patentability of a product does not depend on its 
method of production." In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985). 

Regarding Claim 8 , the combination of Mendler et al. '394 and Tajima et al. '468 
disclose and teach the heat exchanger as claimed in claim 1; Mendler et al. '394 disclose wherein 
the base plate has at least one supply opening (see annotated Fig. 1: wherein the 6s is one supply 
opening) for the heat exchanger medium or the second medium. 

Regarding Claim 10 , the combination of Mendler et al. '394 and Tajima et al. '468 
disclose and teach the heat exchanger as claimed in claim 1; Mendler et al. '394 disclose wherein 
the heat exchanger is an oil cooler (Col 2, lines 26-27). 

Regarding Claim 13 , the combination of Mendler et al. '394 and Tajima et al. '468 
disclose and teach the heat exchanger as claimed in claim 1; Tajima et al. '468 further disclose 
the limitation of wherein the contour of the depression has a shape contour (see annotated Fig. 2: 
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wherein the contour 47c constitutes a shape) that matches a shape (see annotated Fig. 2: wherein 
41s constitutes a shape) of an outer edge of a bottom surface (see annotated Fig. 2: wherein 41b 
constitutes an entire outer edge of a bottom surface) of the adjacent outermost heat exchanger 
plate. 

Regarding Claim 14 , the combination of Mendler et al. '394 and Tajima et al. '468 
disclose and teach the heat exchanger as claimed in claim 1; Tajima et al. '468 further disclose 
the limitation of wherein the depression comprises a curved portion (see annotated Fig. 2: 
wherein 47p constitutes a curved portion) of the depression of the base plate which transitions 
from a bottom surface (see annotated Fig. 2: wherein 47b constitutes a bottom surface) of the 
depression to a side wall (see annotated Fig. 2: wherein 47w constitutes a side wall) of the 
depression, wherein the curved portion of the depression is in contact with a corresponding 
curved portion (see annotated Fig. 2: wherein 41p constitutes a curved portion) of the adjacent 
outermost heat exchanger plate which transitions from the bottom surface of the adjacent 
outermost heat exchanger plate to a side wall (see annotated Fig. 2: wherein 41w constitutes a 
side wall) of the adjacent outermost heat exchanger plate. 

Claims 9 and 11-12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mendler et al. '394 and Tajima et al. '468 as applied to claim 1, 
in view of Kull et al. (U.S. Patent No. 5,931,219), hereinafter referred to as Kull et 
al. '219. 

Regarding Claim 9 , the combination of Mendler et al. '394 and Tajima et al. '468 
disclose and teach the heat exchanger as claimed in claim 1, except the limitation of wherein the 
heat exchanger is a charge-air/coolant cooler. 

Kull et al. '219 teach: a heat exchanger (30, Fig. 3: Col 4, line 8) is a charge-air/coolant 
cooler (Col 5, lines 15-16) for an internal combustion engine. Therefore, it would have been 
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obvious to one having ordinary skill in the art at the time the invention was made to modify the 
Mendler et al. '394 and Tajima et al. '468 heat exchanger to include the use of a charge- 
air/coolant cooler as taught by Kull et al. '219 in order to provide a high heat transmission 
capacity (Kull et al. '219 - Col 6, lines 22-23). 

Regarding Claim 11 , the combination of Mendler et al. '394 and Tajima et al. '468 
disclose and teach the heat exchanger as claimed in claim 1, except the limitation of wherein the 
heat exchanger is an exhaust gas cooler. 

Kull et al. '219 teach: that the heat exchanger (30, Fig. 3: Col 4, line 8) is an exhaust gas 
cooler (Col 5, lines 16-17) for an exhaust-gas recycling system. Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to modify the 
Mendler et al. '394 and Tajima et al. '468 heat exchanger to include the use of an exhaust gas 
cooler as taught by Kull et al. '219 in order to provide cooling of exhaust-gas in an exhaust-gas 
recycling system (Kull et al. '219 - Col 5, lines 18-19). 

Regarding Claim 12 , the combination of Mendler et al. '394 and Tajima et al. '468 
disclose and teach the heat exchanger as claimed in claim 1, except the limitation of wherein the 
heat exchanger is an evaporator. 

Kull et al. '219 teach: a heat exchanger (30, Fig. 3: Col 4, line 8) is an evaporator (Col 2, 
line 51, wherein heat exchanger is an evaporator) for an internal combustion engine. Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to modify the Mendler et al. '394 and Tajima et al. '468 heat exchanger to include the use 
of an evaporator as taught by Kull et al. '219 in order to provide cooling for an exhaust-gas of an 
internal combustion engine (Kull et al. '219 - Col 2, lines 29-32). 
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Response to Arguments 

3. Applicant's arguments, see pages 6-8, filed 02/08/201 1, with respect to the rejection(s) of 
claim(s) 1-8, 10 and 13 under 35 USC § 102(b) and claim(s) 9 and 1 1-12 under 35 USC § 103(a) 
have been fully considered but are moot in view of the new ground(s) of rejection of claim(s) 1- 
8, 10 and 13 under 35 USC § 103(a) as being unpatentable over Mendler et al. '394 in view of 
Tajima et al. '468; and claim(s) 9 and 1 1-12 under 35 USC § 103(a) as being unpatentable over 
Mendler et al. '394, in view of Tajima et al. '468, further in view of Kull et al. '219 as state 
above. 

Conclusion 

4. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutoiy period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to EMMANUEL DUKE whose telephone number is (571)270-5290. The 
examiner can normally be reached on Monday - Friday; 8:00am - 5:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cheryl Tyler or Frantz Jules can be reached on 571-272-4834 or 571-272-6681. The 
fax phone number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 

like assistance from a USPTO Customer Service Representative or access to the automated 

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Frantz F. Jules/ /EMMANUEL DUKE/ 

Supervisory Patent Examiner, Art Unit 3744 Examiner, Art Unit 3784 

04/19/2011 



